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DETAILED ACTION 

This non-final office action is in response to tine Application filed on 2/13/2007, 
with a priority date of 1 1/30/2004 and 12/02/2003. 

Claims 1-14 are presented for examination. Claims 1 and 8 are independent 
claims. 

Specification 

The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1 .75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: the recited "computer readable media" of Claim 1 3. 

The Specification does not mention the recited "computer readable media." 
Thus, there is no support or antecedent basis for the recited elements that allows the 
meaning of the term to be ascertained, as required in 37 CFR 1 .75(d)(1 ). 

Claim Objections 

Claims 4-7 and 11-14 are objected to under 37 CFR 1 .75(c) as being in improper 
form because a multiple dependent claim should refer to other claims in the 
alternative only. See MPEP § 608.01 (n). 
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Claims 12-14 are objected to because of tlie following informalities: 

• the claims recite the term "programme", there appears to be a spelling translation 
error and the claims should be corrected. The term "programme" is also not 
mentioned in the applicant's specification 

Claim 1 is objected to because of the following informalities: 

• the claim recites the limitation "the unique third entity" in line 20. There is 
insufficient antecedent basis for this limitation in the claim. 

• the claim recites the limitation "information entity in dependence or each other" in 
lines 12-13. This wording is unclear. 

• the claim recites the limitation "terminal further is arranged" in line 15. This 
wording is unclear. 

Claim 8 is objected to because of the following informalities: 

• the claim recites the limitation "said unique third entity" in line 21 . There is 
insufficient antecedent basis for this limitation in the claim. 

• the claim recites the limitation "information entity in dependence or each other" 
in line 16. This wording is unclear 

. Claim 13 is objected to because of the following informalities: 

• the claim recites the limitation "program code stored on a, by a computer 
readable, media" in lines 1-2. This wording is unclear. 
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Appropriate correction is required. 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 12-14 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 
Claims 12-14: 

Claims 12-14 are rejected because the claims recite software not clearly stored 
on a statutory computer-readable medium. 

Examiners Interpretation of Claim 1: 

For purposes of USC 101 , the examiner has regarded the "communication 
terminal" as necessarily including hardware (see paragraph 0024 of the published 
specification). That is to say the "communication terminal" is interpreted as being 
hardware only or having hardware parts and not merely being software only. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-14 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chalecki et. al. US Patent No. 7,451 ,392 (hereinafter, "Chalecki") and further in view of 
Daconta et. al. US Patent No. 7,299,408, (hereinafter, "Daconta"). 

Claim 1: 

Chalecki teaches: 

System for administrating at least one electronic document, the system 
comprising [abstract]; 

a communication terminal (105) adapted for communication with a server (115) 
via a network (110), said server being adapted for communication with a database ( 120) 
[col. 5, lines 13-22 and col. 3, lines 49-57], characterized in that, 

the electronic document comprises a first information entity and a second 
information entity [col. 7, lines 14-32] [one file contains many files, including XML and 
HTML], wherein 

the communication terminal (105) is arranged to display the first and the second 
information entity in dependence of each other and for providing information to the 
second information entity [col. 7, lines 34-59] [data files packaged together "in 
dependence" of each other], wherein 



Chalecki fails to teach: 
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said communication terminal further is arranged to generate a tliird information 
entity comprising at least part of the first and second infonmation entity and the provided 
information by converting means, wherein 

said communication terminal further is arranged to make the third information 

entity unique, and wherein 

said server is adapted to transmit at least a part of the unique third entity to a receiving 
unit (120; 130). 

Daconta teaches: 

said communication terminal further is arranged to generate a third information 
entity comprising at least part of the first and second information entity and the provided 
information by converting means [col. 4, lines 14-45] [first, second and third parts are 
described as shown in the figure, the multiple parts to the document described could be 
the parts described in Chalecki as well, only with the addition of a signature portion], 
wherein 

said communication terminal further is arranged to make the third information 
entity unique [col. 1 0, line 43 - col. 1 1 , line 36] [add signature to document, where the 
signature is unique to the document], and wherein 

said server is adapted to transmit at least a part of the unique third entity to a receiving 
unit (120; 130) [col. 4, lines 46-59] [document can be separated or stripped and 
transmitted]. 
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It would have been obvious to one having ordinary skill in the art at the time of 
the invention to combine the method of document display and form creation in Chalecki 
with the method of form validation and digital signatures in Daconta. 

This combination would have been useful to allow the user the ability to sign 
documents electronically. 

Claim 2: 

Chalecki teaches: System according to claim 1, characterized in that said second 
information entity is created in dependence of said first information entity [col. 7, lines 
34-59] [data files packaged together "in dependence" of each other]. 

Claim 3: 

Chalecki teaches: System according to claim 1 or 2, characterized in that the first 
information entity and the second information entity are mutually different [col. 7, lines 
34-59] [data files can be separate]. 

Claim 4: 

Chalecki teaches: System according to claim 1-3, characterized in that the first 
information entity is an HTML-file [col. 8, lines 17-57] [contains an HTML file]. 
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Claim 5: 

Chalecki teaches: System according to claim 1-4, characterized in that the 
second information entity is an XML-file [col. 8, lines 17-57] [contains an XML file]. 

Claim 6: 

Daconta teaches: System according to claim 1-5, characterized in that the third 
information entity is an XML-file [col. 5, lines 4063] [signature is in an XML file]. 

Claim 7: 

Chalecki teaches: System according to claim 1-6, characterized in that the 
communication terminal is adapted to display the first and the second information entity 
by means of a web-browser [co\. 1, lines 40-59] [HTML, XML and XSLT used because 
they cad be displayed on a web browser]. 

Claim 8: 

Chalecki teaches: 

Method for administrating at least one electronic document, characterized by the 
steps of [abstract]; 

requesting the electronic document, which document comprises a first and a 
second infomnation entity [col. 7, lines 14-32] [one file contains many files, including 
XML and HTML], 
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displaying said first and a second information entity in dependence of each other 
[col. 7, lines 34-59] [data files packaged together "in dependence" of each other], 

providing information to said second information entity [col. 6, lines 33-45] 
[provide information about data or forms], 

Chaleckl fails to teach: 

generating a third information entity, which entity comprises information related to 
said first and second information entities and the provided information, 

mal<ing the third information entity unique, and 
transmitting said unique third entity. 

Daconta teaches: 

generating a third information entity, which entity comprises information related to 
said first and second information entities and the provided information [col. 4, lines 14- 
45] [first, second and third parts are described as shown in the figure, the multiple parts 
to the document described could be the parts described in Chaleckl as well, only with 
the addition of a signature portion], 

making the third information entity unique [col. 10, line 43 - col. 11, line 36] [add 
signature to document, where the signature is unique to the document], and 

transmitting said unique third entity [col. 4, lines 46-59] [document can be 
separated or stripped and transmitted]. 
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It would have been obvious to one having ordinary skill in the art at the time of 
the invention to combine the method of document display and form creation in Chalecki 
with the method of form validation and digital signatures in Daconta. 

This combination would have been useful to allow the user the ability to sign 
documents electronically. 

Claim 9: 

Daconta teaches: Method according to claim 8, characterized by making said 
third information entity unique by applying a digital signature [col. 1 0, line 43 - col. 11, 
line 36] [add signature to document, where the signature is unique to the document]. 

Claim 10: 

Chalecki teaches: Method according to claim 8 or 9, characterized by displaying 
said first and a second information entity such that they are aligned in a predetermined 
way [col. 1 1 , lines 14-29] [forms are "aligned" in that the schema's don't interfere]. 

Claim 11: 

Chalecki teaches: Method according to claim 8-10, characterized by displaying 
said first and second information entity by means of a web-browser [col. 1 , lines 40-59] 
[HTML, XML and XSLT used because they cad be displayed on a web browser]. 
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Claim 12: 

Chalecki teaches: Computer programme comprising a programme code for 
performing the method steps of claim 8-11 when said computer programme is run on a 
computer [co\. 26, lines 18-68] [computer with program on it]. 

Claim 13: 

Chalecki teaches: Computer programme product comprising a program code 
stored on a, by a computer readable, media for performing the method steps of claim 8- 
11, when said computer programme is run on the computer [col. 26, lines 18-68] 
[computer with program and code stored on it]. 

Claim 14: 

Chalecki teaches: Computer programme product directly storable in an internal 
memory into a computer, comprising a computer programme for performing the method 
steps according to claim 8-11, when said computer programme is run on the computer 
[col. 26, lines 18-68] [computer with program and with storage media]. 

Conclusion 

Any Inquiry concerning this communication or earlier communications from the 
examiner should be directed to Benjamin J. Smith whose telephone number is (571) 
270-3825. The examiner can normally be reached on Monday through Friday 8:30AM- 
5:00PM EST.. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Doug Hutton can be reached on (571) 272-4137. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Benjamin J. Smith/ 
Examiner, Art Unit 2176 



/DOUG HUTTON/ 

Supervisory Patent Examiner, Art Unit 2176 



